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DETAILED ACTION 

1 . This communication is in response to the Appeal Brief filed 22 November 
2007. Prosecution is hereby reopened as necessitated by Applicant's 
arguments. 

2. Claims 3-5, 7-9 and 1 1-33 are currently pending. Claims 1, 2, 6 and 10 
have been canceled. This action is made Non-Final. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 24-25 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 24 recites a system including a validating parser, first means and 
second means. It is noted that the use of the word "system" does not inherently 
mean that the claim is directed towards a machine. The claimed system can be 
interpreted as comprising entirely of software per se according to one of ordinary 
skill in the art. Also, it is noted that the phrases "usable by a computer" and 
"executing on a computer" does not translate to the system inherently comprising 
of a computer. Therefore, the claim language fails to provide the necessary 
hardware required for the claim to fall within the statutory category of a system. 

According to MPEP 2106: 



Application/Control Number: 10/626,340 



Page 3 



Art Unit: 2167 

The claims lack the necessary physical articles or objects to constitute a 
machine or a manufacture within the meaning of 35 USC 101 . They are 
clearly not a series of steps or acts to be a process nor are they a 
combination of chemical compounds to be a composition of matter. As 
such, they fail to fall within a statutory category. They are, at best, 
functional descriptive material perse. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive 
material" are nonstatutory when claimed as descriptive material perse, 33 
F.3d at 1360, 31 USPQ2d at 1759. When functional descriptive material is 
recorded on some computer-readable medium, it becomes structurally 
and functionally interrelated to the medium and will be statutory in most 
cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) 

Merely claiming nonfunctional descriptive material, i.e., abstract ideas, 
stored on a computer-readable medium, in a computer, or on an 
electromagnetic carrier signal, does not make it statutory. See Diehr, 450 
U.S. at 185-86, 209 USPQ at 8 (noting that the claims for an algorithm in 
Benson were unpatentable as abstract ideas because "[t]he sole practical 
application of the algorithm was in connection with the programming of a 
general purpose computer."). . 



Since claim 25 is dependent on the claim 24, the claim is rejected on the 
same grounds as claim 24. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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4. Claims 3-5, 7-9, 11-33 rejected under 35 U.S.C. 103(a) as being 
unpatentable over US PGPub 2005/0149847 to Chandler (hereafter 
Chandler) in view of US PGPub 2004/0168115 to Bauernschmidt et al 
(hereafter Bauernschmidt). 

Referring to claim 3, the combination of Chandler and Bauernschmidt 
(hereafter Chandler/Bauernschmidt) discloses the method according to Claim 32, 
wherein the input document is a structured document [XML document] 
(Chandler: see [0038], lines 1-2). 

Referring to claim 4, Chandler/Bauernschmidt discloses the method 
according to Claim 3, wherein the structured document is encoded in Extensible 
Markup Language ("XML") (Chandler: see [0038], lines 1-2). 

Referring to claim 5, Chandler/Bauernschmidt discloses the method 
according to Claim 32, wherein the generated output comprises at least one 
object representation generated from the input document (Bauernschmidt: see 
[0043]). 

Referring to claim 7, Chandler/Bauernschmidt discloses the method 
according to Claim 33, wherein the second syntax level is requested by 
specifying a schema name of a schema to which the generated output must 
adhere (Chandler: see [0038], lines 1 5-1 9). 

Referring to claim 8, Chandler/Bauernschmidt discloses the method 
according to Claim 33, wherein the second syntax level is requested by 
specifying a schema name of a schema to be used by the validating parser 
when generating the output (Chandler: see [0038], lines 15-19). 
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Referring to claim 9, Chandler/Bauernschmidt discloses the method 
according to Claim 8, wherein the schema name is specified, by the application 
program, as a feature on an invocation of the validating parser (Chandler: see 
[0038]). 

Referring to claim 11, Chandler/Bauernschmidt discloses the method 
according to Claim 32, wherein the first syntax level is specified in the syntax of 
the input document (Chandler: see [0038]). 

Referring to claim 12, Chandler/Bauernschmidt discloses the method 
according to Claim 11, wherein the specification in the syntax of the input 
document uses a schema location construct in the input document (Chandler: 
see [0038]). 

Referring to claim 13, Chandler discloses a computer-implemented 
method of casting objects, comprising steps of : 

validating syntax elements of an input, using a validating parser, according 
to a first syntax level while generating output objects [the entire document is 
validated] (see [0037]). 

However, Chandler fails to explicitly disclose the further limitation of 
generating output objects from the input using the validating parser, according to 
a second syntax level, wherein the generating further comprises suppressing, by 
the validating parser, at least one of the validated syntax elements from the 
generated output objects in order that the generated output objects will be valid 
according to the second syntax level and providing the generated output objects, 
by the validating parser, for use by an application program. Bauernschmidt 
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discloses generating output objects [the entire document is validated], from the 
input using the validating parser, according to a second syntax level, wherein the 
generating further comprises suppressing, by the validating parser, at least one 
of the validated syntax elements from the generated output objects in order that 
the generated output objects will be valid according to the second syntax level [a 
new XML document is created for the filtered subset; since the filtered subset 
does not contain all of the original elements, the first syntax is not valid according 
to the second syntax level] (see [0034]); and providing the generated output 
objects, by the validating parser, for use by an application program (see [0034]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize the method of Bauernschmidt for limiting the elements 
output to the application to limit the elements output by the parser of Chandler. 
One would have been motivated to do so in order to increase efficiency by 
providing only necessary elements to the application thereby decreasing the 
amount of information received by the application. 

Referring to claim 14, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the second syntax level is a less-restrictive 
version of the first syntax level [first syntax level contains all elements and 
second syntax level, which has been filtered contains a subset of the elements; 
fewer elements makes the second syntax less restrictive] (Bauernschmidt: see 
[0034]). 

Referring to claim 15, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the first syntax level is a more-restrictive 
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definition of the second syntax level [first syntax level contains all elements and 
second syntax level, which has been filtered contains a subset of the elements; 
fewer elements makes the second syntax less restrictive] (Bauemschmidt: see 
[0034]). 

Referring to claim 16, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the first syntax level is an extension of the 
second syntax level (Bauemschmidt: see [0034]). 

Referring to claim 17, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the first syntax level represents an extension of 
the second syntax level (Bauemschmidt: see [0034]). 

Referring to claim 18, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the first syntax level and the second syntax level 
are defined using schemas (Chandler: see [0038]). 

Referring to claim 19, Chandler/Bauernschmidt discloses the method 
according to Claim 18, wherein the schema that defines the first syntax level is 
an extension of the schema that defines the second syntax level (Chandler: see 
[0028]-[0036]). 

Referring to claim 20, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the first syntax level represents a plurality of 
extensions to the second syntax level (Chandler: see [0028]-[0036]). 

Referring to claim 21, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the generated output objects adhere to a schema 
that defines the second syntax level (Bauemschmidt: see [0034]). 
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Referring to claim 22, Chandler/Bauernschmidt discloses the method 
according to Claim 13, wherein the input adheres to an extended schema that 
defines the first syntax level (Chandler: see [0028]-[0036]). 

Referring to claim 23, Chandler/Bauernschmidt discloses the method 
according to Claim 22, wherein the generated output objects adhere to a base 
schema that is extended by the extended schema (Chandler: see [0028]-[0036]). 

Referring to claim 24, Chandler discloses a system for applying 
abstraction to object markup definitions, comprising: 

a validating parser usable by a computer (see [0037]); 

first means for using the validating parser, executing on a computer, to 
validate syntax elements specified in an input document expressed as an object 
markup definition, wherein the validation is performed according to a first syntax 
level [the entire document is validated] (see [0037]). 

However, Chandler fails to explicitly disclose the further limitation of 
second means for using the validating parser, executing on the computer, to 
apply abstraction to the object markup definition when generating, form the 
validated syntax elements, output syntax for at least one output object for use by 
an application program, responsive to the first means, wherein the applying of 
the abstraction further comprises suppressing, by the validating parser from the 
generated output syntax, at least one of the validated syntax elements, in order 
that the generated output syntax of each generated output object will be valid 
according to a second syntax level and wherein each of the suppressed syntax 
elements is valid according to the first syntax level but is not valid according to a 
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second syntax level. Bauernschmidt discloses second means for using the 
validating parser, executing on the computer, to apply abstraction to the object 
markup definition when generating, form the validated syntax elements, output 
syntax for at least one output object for use by an application program, 
responsive to the first means, wherein the applying of the abstraction further 
comprises suppressing, by the validating parser from the generated output 
syntax, at least one of the validated syntax elements, in order that the generated 
output syntax of each generated output object will be valid according to a second 
syntax level and wherein each of the suppressed syntax elements is valid 
according to the first syntax level but is not valid according to a second syntax 
level [a new XML document is created for the filtered subset; since the filtered 
subset does not contain all of the original elements, the first syntax is not valid 
according to the second syntax level] (see [0034]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize the method of Bauernschmidt for limiting the elements 
output to the application to limit the elements output by the parser of Chandler. 
One would have been motivated to do so in order to increase efficiency by 
providing only necessary elements to the application thereby decreasing the 
amount of information received by the application. 

Referring to claim 25, Chandler/Bauernschmidt discloses the system 
according to Claim 24, wherein the second syntax level is requested by the 
application program and wherein the application program then consumes at least 
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one of the at least one generated output objects [set converted based on a user 
parameter] (Bauemschmidt: see [0034], lines 14-25). 

Referring to claim 26, Chandler discloses a computer program product 
for parsing of input, the computer program product embodied on one or more 
computer-readable media and comprising: 

computer-readable program code for validating , by a parser, syntax 
elements of an input document according to a first schema when parsing syntax 
of the input document [the entire document is validated] (see [0037]). 

However, Chandler fails to explicitly disclose the further limitation of 
computer-readable program code for suppressing, by the parser, at least one of 
the validated syntax elements when generating output from the parsed syntax of 
the input document, wherein each of the suppressed syntax elements is valid 
according to the first schema but is not valid according to a second schema for 
which the output is generated. Bauemschmidt discloses computer-readable 
program code for suppressing, by the parser, at least one of the validated syntax 
elements when generating output from the parsed syntax of the input document, 
wherein each of the suppressed syntax elements is valid according to the first 
schema but is not valid according to a second schema for which the output is 
generated [a new XML document is created for the filtered subset; since the 
filtered subset does not contain all of the original elements, the first syntax is not 
valid according to the second syntax level] (see [0034]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize the method of Bauemschmidt for limiting the elements 
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output to the application to limit the elements output by the parser of Chandler. 
One would have been motivated to do so in order to increase efficiency by 
providing only necessary elements to the application thereby decreasing the 
amount of information received by the application. 

Referring to claim 27, Chandler/Bauernschmidt discloses the computer 
program product according to Claim 26, wherein the first schema specifies a first 
syntax that is a more-restrictive version of a second syntax specified by the 
second schema (Bauernschmidt: see [0034]). 

Referring to claim 28, Chandler/Bauernschmidt discloses the computer 
program product according to Claim 26, wherein the first schema is defined as an 
extension of the second schema (Bauernschmidt: see [0034]). 

Referring to claim 29, Chandler/Bauernschmidt discloses the computer 
program product according to Claim 26, wherein the first schema is defined as an 
extension of some intermediate schema that extends the second schema 
(Chandler: see [0038]). 

Referring to claim 30, Chandler/Bauernschmidt discloses the computer 
program product according to Claim 26, wherein the second schema is a base 
schema upon which one or more extensions are based, and wherein the first 
schema is one of the extensions and is based either directly on the base schema 
or on an intermediate schema that extends the base schema (Chandler: see 
[0038]). 

Referring to claim 31 , Chandler discloses a computer-implemented 
method of providing validation and parsing for clients, comprising steps of: 
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providing a validating parser that enables a client to dynamically select a 
syntax abstraction level for use when generating output from the validating 
parser (see [0037]); 

obtaining an input document to be validated and parsed for the client (see 
[0038], lines 1-3); and 

validating syntax elements of the input document with the provided 
validating parser, wherein the validation is performed according to a first syntax 
level to which the syntax elements of the input document are to adhere (see 
[0037]). 

Chandler fails to explicitly disclose the further limitations of suppressing at 
least one of the validated syntax elements when generating output from the input 
document with the provided validating parser, for use by the client, wherein: the 
generated output has syntax that conforms to the syntax abstraction level that 
has been dynamically selected by the client; the syntax abstraction level is a 
less-restrictive version of the first syntax level; and each of the suppressed 
syntax elements is valid according to the first syntax level but is not valid 
according to the syntax abstraction level. Bauernschmidt discloses suppressing 
at least one of the validated syntax elements when generating output from the 
input document with the provided validating parser, for use by the client, wherein: 
the generated output has syntax that conforms to the syntax abstraction level 
that has been dynamically selected by the client; the syntax abstraction level is a 
less-restrictive version of the first syntax level; and each of the suppressed 
syntax elements is valid according to the first syntax level but is not valid 
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according to the syntax abstraction level [a new XML document is created for the 
filtered subset; since the filtered subset does not contain all of the original 
elements, the first syntax level is not valid according to the second] (see [0034]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize the method of Bauemschmidt for limiting the elements 
output to the application to limit the elements output by the parser of Chandler. 
One would have been motivated to do so in order to increase efficiency by 
providing only necessary elements to the application thereby decreasing the 
amount of information received by the application. 

Referring to claim 32, Chandler discloses a computer-implemented 
method of applying abstraction by a validating parser, comprising steps of: 

using, by a validating parser, a first syntax level for validating syntax 
elements when parsing syntax of an input document [the entire document is 
validated] (see [0037]). 

However, Chandler fails to explicitly disclose the further limitation of 
omitting, by the validating parser, at least one of the validated syntax elements 
when generating output from the parsed syntax of the input document, wherein 
each of the omitted syntax elements is valid according to the first syntax level but 
is not valid according to a second syntax level for which the output is generated. 
Bauemschmidt discloses omitting, by the validating parser, at least one of the 
validated syntax elements when generating output from the parsed syntax of the 
input document, wherein each of the omitted syntax elements is valid according 
to the first syntax level but is not valid according to a second syntax level for 
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which the output is generated [a new XML document is created for the filtered 
subset; since the filtered subset does not contain all of the original elements, the 
first syntax is not valid according to the second syntax level] (see [0034]). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize the method of Bauernschmidt for limiting the elements 
output to the application to limit the elements output by the parser of Chandler. 
One would have been motivated to do so in order to increase efficiency by 
providing only necessary elements to the application thereby decreasing the 
amount of information received by the application. 

Referring to claim 33, Chandler/Bauernschmidt discloses the method 
according to Claim 32, wherein the second syntax level is requested, to the 
validating parser, by an application program for which the output is generated 
[set converted based on a user parameter] (Bauernschmidt: see [0034], lines 14- 
25). 
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Conclusion 

In view of the Appeal Brief filed on 22 November 2007, PROSECUTION 
IS HEREBY REOPENED. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 
followed by an appeal brief under 37 CFR 41.37. The previously paid notice of 
appeal fee and appeal brief fee can be applied to the new appeal. If, however, 
the appeal fees set forth in 37 CFR 41 .20 have been increased since they were 
previously paid, then appellant must pay the difference between the increased 
fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening 
prosecution by signing below. 
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the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
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